
DESIGN PATENT OBVIOUSNESS

DECONSTRUCTED
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TWO TYPES OF PATENTS

UTILITY PATENTS
Cover How Things Work

DESIGN PATENTS
Cover How Things Look
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MANY JURISDICTIONS EXEMPT REPAIR PARTS 
FROM DESIGN PATENT INFRINGEMENT
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AUTOMAKER U.S. DESIGN PATENT PRACTICES

Automakers acquire hundreds of 
design patents every year 

Many cover replacement parts 
necessary to repair damaged vehicles
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LKQ SELLS AFTERMARKET REPAIR PARTS
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THE AFTERMARKET IS AS 
OLD AS THE AUTOMOBILE

Since the early 1900s, aftermarket sales 
of repair parts was the norm, and 
symbiotic with the automobile industry

In 2006, the long-established status quo 
was upended when an OEM asserted 
design patents on repair parts

LKQ entered into license agreements
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AUTOMAKER 
DESIGN 
PATENT 
ACQUISITION 
TRENDS
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2019 LICENSE 
RENEWAL 
NEGOTIATIONS 
WITH GM 
BROKE DOWN
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SUSPECT
GM PATENTS

Many of GM’s design patents 
claimed designs that seemed 

to be strikingly similar to 
preexisting designs
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• PTAB institutes “trials” if it 
believes a challenger is likely 
to succeed

• Even obtaining institution 
was difficult

• Pictured to the right are 
three challenges not 
instituted

LKQ BROUGHT A 
SERIES OF PTAB 
CHALLENGES
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THE PROBLEM 
WAS THE LAW
• To establish obviousness under Rosen-Durling, the 

challenger must:

o Establish that “there is a single reference that 
creates ‘basically the same’ visual impression.” 
(i.e. a “Rosen reference”)

o Rosen reference can only be modified with a 
secondary reference that is “‘so related [to the 
primary reference] that the appearance of certain 
ornamental features in one would suggest [their] 
application … to the other.”

Durling v. Spectrum Furniture Corp., 101 F.3d 100, 103 (Fed. Cir. 1996) (cleaned up).
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RIGID RULES 
LED TO 

SUSPECT
DECISIONS

In other cases, courts and the 
PTAB upheld claimed designs 

that seemed strikingly similar 
to the asserted prior art

CLAIMED DESIGN

PRIMARY REFERENCECLAIMED DESIGN

PRIMARY REFERENCE

PRIMARY REFERENCECLAIMED DESIGN
CLAIMED DESIGN PRIMARY REFERENCES
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KSR PROHIBITED RIGID 
RULES IN EVALUATING 
OBVIOUSNESS

Rules may be “helpful insights”, 
but “need not become rigid and 
mandatory formulas; and when 
[they are] so applied, [they are ] 
incompatible with our 
precedents.”

…
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THE ROSEN-
DURLING TEST 

IS UNLAWFUL

Vague

Rigid

Results deviate from 
what an ordinary 
designer would have 
found obvious
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UNDER ROSEN-DURLING FEW APPLICATIONS RECEIVE REJECTIONS

DENNIS CROUCH (2010) SARAH BURSTEIN (2018)
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FIVE OF EIGHTEEN CHALLENGES INSTITUTED

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART
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LKQ WON 2 
CHALLENGES

GM DID NOT 
APPEAL

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART
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LKQ LOST 3 
CHALLENGES

LKQ APPEALED 2

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART

CLAIMED DESIGN

PRIOR ART
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LEAD CASE 
’625 PATENT

CLAIMED DESIGN

PRIOR ART
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PTAB DECISION 
ON ’625 PATENT

Instituted because Lian was reasonably likely to 
anticipate and render obvious

In Final Written Decision, denied in part for

• Failure to identify a Rosen reference

Refused to look at the secondary reference

Undisputed evidence that secondary disclosed every 
feature allegedly missing from the primary reference

CLAIMED DESIGN

PRIMARY REFERENCE
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SECOND CASE 
’508 PATENT

CLAIMED DESIGN

PRIOR ART

Copyright Irwin IP 2024 21



PTAB DECISION
ON ’508 PATENT

Institution granted because the 
alleged differences appeared 
insignificant or inconsequential

In Final Written Decision, denied for: 

• Failure to identify a Rosen 
reference

• Photos supposedly not clear 
enough to compare rear edge

CLAIMED DESIGN

PRIOR ART
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ARGUMENTS 
ON APPEAL

Anticipation:

• The Board focused on minute differences rather 
than the design as a whole

Obviousness

• Rosen reference requirement inconsistent with KSR

• Prior art was sufficiently similar

• Durling restrictions on modifying the primary 
reference inconsistent with KSR
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PANEL DECISION

JUDGE LOURIE

JUDGE CLEVENGER

JUDGE STARK
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JUDGES RECOGNIZED ROSEN’S RIGIDITY

“[I]f you don’t have the Rosen 
reference, we don’t look at the 
prior art. How could you have a 
more rigid rule for design patent 
103 analysis?” 

J. Clevenger

“A strong case can be made that 
the step one Rosen reference 
requirement is precisely the type 
of limiting, rigid rule KSR faulted: 
if a design patent challenger fails 
to identify a Rosen reference, the 
obviousness analysis stops.”

J. Stark (Concurrence)
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GRANT OF 
EN BANC 
REVIEW
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ISSUES 
HEARD 
EN BANC

Should Rosen-Durling be eliminated as 
abrogated by or inconsistent with KSR?

If Rosen-Durling were eliminated or modified, 
what should the test be?

Has any precedent clarified Rosen-Durling?

Would eliminating or modifying Rosen-Durling 
cause uncertainty in a settled area of law?

What role should any differences between 
utility and design patents play? 
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EN BANC TIMELINE 

Jun. 30, 
2023

En Banc 
Review 
Granted

Aug.14, 
2023

LKQ’s 
Opening 
Brief

Aug. 28, 
2023

Amici for 
LKQ or 
Neither 
Party

Oct. 12, 
2023

GM’s 
Response 
Brief

Oct. 26, 
2023

Amici for 
GM

Nov. 29, 
2023

LKQ’s 
Reply Brief

Feb. 5, 
2024

Oral 
Argument

Copyright Irwin IP 2024 28



AMICI BRIEFS

• APCIA-NAMIC-CAPA

• Auto Care Assoc.

• Auto Body Parts Assoc.

• Eagle Eyes

• Taiwan Body Parts Assoc.

• Patent Law Professors, the Repair Assoc., Securepairs, iFixit, & US PIRG

LKQ’s Amici

• United States

• NYIPLA

• AIPLA

• Institute for Design & Public Policy (Saidman)

Amici "Supporting Neither Party"

• Hyundai / Kia

• Alliance for Automotive Innovation & Rivian Automotive, Inc.

• Industrial Designers Society of America

• Ford Motor Co.

• Apple Inc.

• Int’l Trademark Assoc.

• Intellectual Property Owners Assoc.

GM’s Amici
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AMICUS BRIEF FOR THE UNITED STATES

“[T]here is no reason that KSR’s discussion 
of the expansive and flexible principles 
undergirding the obviousness inquiry 
should not be equally applicable in the 
design patent context.”

“If a design would be obvious only when 
the overall appearance of the prior art is 
nearly identical to the claimed design, 
there is a risk of overrunning the 
marketplace with otherwise-obvious 
designs, thwarting legitimate competition.”

“The Court should also eliminate Durling's “so-related” requirement in order to 
allow the decisionmaker to take into account the ordinarily skilled designer’s 
experience, creativity, and common sense, when considering combinations 
involving the base reference.”
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